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REMARKS 



Claims 1-15, 19-34, 36-45, and 47-51 are pending and stand rejected. Claims 1, 20, 
48, and 49 have been amended. The applicant respectfully requests reconsideration and 
allowance of the pending claims in light of the following. 

I. Rejections Under 35 U.S.C. ^ 101 

The Final Action rejected claims 1, 2, 14, 15, 19-21, 33, 34, 50, and 51 under 35 
U.S.C. § 101 as not falling within one of the four statutory categories of invention. The 
Final Action further rejected claims 48 and 49 under 35 U.S.C. § 101 for purportedly 
being directed to non-statutory subject matter. The applicant respectfully requests 
reconsideration in light of the following. 

A. Claims 1. 2. 14. 15. 19-21. 33. 34. 50. and 51 

The Final Action on page 3 contends claims 1, 2, 14, 15, 19-21, 33, 34, 50, and 51 
neither transform underlying subject matter nor positively tie to another statutory 

category that accomplishes the claimed method steps. The Final Action further 
contends that the claim language does not require that any of the recited steps are 
performed using a machine and, therefore, none of the recited steps are considered 
limited to a machine implementation. 

The applicant disagrees with such assessment for at least reasons presented in 
applicanf s prior response filed April 12, 2011. However, in the interest of expediting 
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prosecution and reducing the number of outstanding issues if the present application 
proceeds to appeal, the applicant has made very minor amendments to claims 1 and 20. 
As a result of such amendments, each of claims 1, 2, 14, 15, 19-21, 33, 34, 50, and 51 
explicitly recites "distorting with a data processing system." As such, each of claims 1, 
2, 14, 15, 19-21, 33, 34, 50, and 51 includes at least one step that is performed by a 
particular machine that is not an insignificant extra solution activity. Accordingly, the 
applicant respectfully submits each of claims 1, 2, 14, 15, 19-21, 33, 34, 50, and 51 is 
directed to statutory subject matter. Entry of the minor amendments to claims 1 and 20 
and withdrawal of the present rejection are, therefore, earnestly solicited. 

B. Claims 48 and 49 

The Final Action has rejected claims 48 and 49 based upon the notion that 
"computer-readable media" as used in claims 48 and 49 may encompass transitory 
computer readable media, which are nonstatutory natural phenomena. While the 
applicant disagrees with such interpretation, the applicant has amended claims 48 and 
49 to clearly indicate that such claims are directed to non-transitory computer-readable 
media. Moreover, the applicant respectfully submits that the use of "non-transitory" is 
to be understood to remove only propagating transitory signals per se from the claim 
scope and does not relinquish rights to all standard computer-readable media that are 
not only propagating transitory signals per se. In other words, the meaning of "non- 
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transitory computer-readable medium" should be construed to exclude only those 
types of transitory computer-readable media which were found in Nuijten to fall 
outside the scope of patentable subject matter under 35 U.S.C. §101. 

Entry of such minor amendments to claims 48 and 49 and withdrawal of the 
present rejection of claims 48 and 49 are earnestly solicited. 

II. Rejections Under 35 U.S.C. S 103 (Baar. Higgins. and Callahan) 

The Final Action rejected claims 1, 2, 14, 15, 19-21, 33, 34, 36, 37, and 47-50 under 
35 U.S.C. § 103(a) as being unpatentable over U.S. Pub. 2002/0044154 to Baar et al., 
hereinafter "Baar," in view of U.S. Pub. 2003/0052896 to Higgins et al., hereinafter 
"Higgins" and U.S. 6,697,067 to Callahan et al., hereinafter "Callahan." Reconsideration 
and allowance of claims 1, 2, 14, 15, 19-21, 33, 34, 36, 37, and 47-50 is earnestly solicited 
in light of the following. 

A. Claims 1. 2. 14. 15. 19. 36. 37. and 47-50 

Each of claims 1, 2, 14, 15, 19, 36, 37, and 47-50 recites, among other things, 

"saving edits made to the presentations for the first layer and the second layer as one or 
more bookmarks that permit subsequent recall and application to the first layer and the 
second layer." The applicant respectfully submits that the proposed combination of 
Baar, Higgins, and Callahan does not disclose, teach, or otherwise render obvious such 
aspects of claims 1, 2, 14, 15, 36, 37, 48, and 49. 
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In regard to such aspects, the Final Action on page 5 indicates that Baar does not 
disclose "saving edits made to the presentations for the first layer and the second layer 
as one or more bookmarks that permit subsequent recall and application to the first 
layer and the second layer." Instead, the Final Action relies upon Callahan for a 
teaching of such aspects. In particular, the Final Action states: 



Callahan discloses an associated configuration of 
originalCine is saved, originalCINE can be reconfigured to 
the associated configuration it had when the view was 
selected, thereby enabling the data to be further manipulated 
from this point (column 10, lines 1-5). 



The applicant appreciates Callahan discloses a file having a 3-dimensional cube 
of data as well as a sequence of views of the 3-dimensional cube of data. See, e.g., 
Callahan column 12, lines 8-18. However, such views merely provide the parameters 
needed to render a particular 2-diminesional view or plane cut through the 3- 
dimensional cube of data. Such parameters, however, do not edit or otherwise alter a 
first layer or a second layer of the 3-dimensional cube of data. Instead, the saved views 
select a 2-dimensional plane of data from the 3-dimensional cube and specify 
parameters for rendering such selected plane upon a display screen. 

The Final Action, however, on page 6 takes the position that in light of such 
teachings of saved views it would have been obvious to "modify Baar's system to use 
an associated configuration that keeps track of edits made to the original images." The 
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sole reason given for this leap from saved views to saved edits is "one would be 
motivated to do so because this would allow other users to see how changes were made 
from the original images or help save time in editing when making the same edits." 

One problem with the above statements is that the Final Action provides no 
factual support for such statements. The applicant appreciates that such a combination 
may have the stated advantages. However, the Final Action provides no facts to 
support the notion that one of ordinary skill in the art would recognize that the 
proposed combination was desirable based upon the teachings of Callahan or based 
upon the combined teachings of Baar, Higgins, and Callahan. In particular, the 
applicant submits that a more logical combination of Callahan with Baar's system is to 
provide Baar's system with support for saved views in the manner as taught by 
Callahan. There is nothing in the record beyond unsupported conclusory statements 
and applicant's own specification that would lead one skilled in the art to combine Baar, 
Higgins, and Callahan in the proposed manner. As such, a prima facie case of 
obviousness has not been established in regard to claims 1, 2, 14, 15, 36, 37, 48, and 49. 

For one or more of the above reasons, withdrawal of the present rejection of 
claims 1, 2, 14, 15, 36, 37, 48, and 49 is earnestly solicited. 
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B. Claims 20, 21, 33. 34 

Each of claims 20, 21, 33, and 34 recites "saving the altered digital representation 
for the first layer and the altered digital representation for the second layer." The Final 
Action again relies upon Callahan's saved views for a teaching and/or motivation for 
modifying Baar's system to save the altered digital representation for the first layer and 
the altered digital representation for the second layer. The Final Action uses the same 
rationale as used above in regard to claims 1, 2, 14, 15, 36, 37, 48, and 49. As such, a 
prima facie case of obviousness has not been established in regard to claims 20, 21, 33, 
and 34 for reasons similar to those presented above in regard to claims 1, 2, 14, 15, 36, 
37, 48, and 49. 

For one or more of the above reasons, withdrawal of the present rejection of 
claims 20, 21, 33, and 34 is earnestly solicited. 

III. Rejections Under 35 U.S.C. ^ 103 (Baar. Higgins, Callahan and Diirsteler) 

The Final Action rejected claims 3, 22, and 38 under 35 U.S.C. § 103(a) as being 
unpatentable over Barr in view of Higgins and Callahan and in further view of "The 
digital magazine of InfoVis.net," by Diirsteler, hereinafter "Diirsteler." Each of claims 
3, 22, and 38 includes one of claims 1, 20, and 36 as a base claim and is allowable for at 
least reasons similar to those presented above in regard to its respective base claim. 
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For one or more of the above reasons, withdrawal of the present rejection of 
claims 3, 22, and 38 is respectfully requested. 

IV. Rejections Under 35 U.S.C. S 103 (Baar. Higgins. Callahan. Diirsteler. and 



The Final Action rejected claims 4, 13, 23, and 32 under 35 U.S.C. § 103(a) as 
being iinpatentable over Baar in view of Higgins, Callahan, and Diirsteler in further 
view of Applicant Admitted Prior Art (paragraphs 66 and 81), hereinafter "AAPA." 
Each of claims 4, 13, 23 and 32 includes one of claims 1 and 20 as a base claim and is 
allowable for at least reasons similar to those presented above in regard to its respective 
base claim. 

For one or more of the above reasons, withdrawal of the present rejection of 
claims 4, 13, 23, and 32 is respectfully requested. 

V. Rejections Under 35 U.S.C. S 103 (Baar. Higgins. Callahan. Diirsteler. and 



The Final Action rejected claims 5-7, 24-26, and 39-41 under 35 U.S.C. § 103(a) as 
being unpatentable over Baar in view of Higgins, Callahan, and Diirsteler, and further 
view of U.S. 5,638,523 to Mullet et al., hereinafter "Mullet." Each of claims 5-7, 24-26, 
and 39-41 includes one of claims 1, 20, and 36 as a base claim and is allowable for at 
least reasons similar to those presented above in regard to its respective base claim. 



AAPA) 



Mullet) 
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For one or more of the above reasons, withdrawal of the present rejection of 
claims 5-7, 24-26, and 39-41 is respectfully requested. 

VI. Rejections Under 35 U.S.C. S 103 (Baar. Higgins. Callahan. Diirsteler. Mullet, 
and Carpendale) 

The Final Action rejected claims 8-12, 27-31, and 42-45 under 35 U.S.C. § 103(a) as 
being iinpatentable over Baar in view of Higgins, Callahan, Diirsteler, Mullet, and "A 
Framework for Elastic Presentation Space", 1999 of Carpendale, hereinafter 
"Carpendale." Each of claims 8-12, 27-31, and 42-45 includes one of claims 1, 20, and 36 
as a base claim and is allowable for at least reasons similar to those presented above in 
regard to its respective base claim. 

For one or more of the above reasons, withdrawal of the present rejection of 
claims 8-12, 27-31, and 42-45 is respectfully requested. 

VII. Rejections Under 35 U.S.C. S 103 (Baar. Higgins. Callahan, and Witte) 

The Final Action rejected claim 51 under 35 U.S.C. § 103(a) as being unpatentable 
over Baar in view of Higgins, Callahan, and WO 99/428854 of Witte et al., hereinafter 
"Witte." Claim 51 includes 20 as a base claim and is allowable for at least reasons 
similar to those presented above in regard to claim 20. Moreover, claim 51 recites "said 
distorting comprises producing a focal region with uniform magnification of the first 
layer and a plurality of shoulder regions about the focal region, and each shoulder 
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region of the plurality of shoulder regions presenting a different layer of the image with 
non-uniform magnification." The applicant respectfully submits that the proposed 
combination of Barr, Higgins, Callahan, and Witte, alone and/or in combination, do not 
disclose, teach, or otherwise render obvious such aspects of claim 51. 

In regard to such aspects, the Final Action appears to rely primarily upon the 
English abstract of Witte. The applicant respectfully points the examiner to M.P.E.P. § 
706.02(11) which states: 



In the present case, the underlying document appears to qualify as prior art. Thus, 

relying solely upon the abstract is inappropriate. 

M.P.E.P. § 706.02(11) further states: 

If the document is in a language other than English and the 
examiner seeks to rely on that document, a translation must 
be obtained so that the record is clear as to the precise facts 
the examiner is relying upon in support of the rejection. 

Furthermore, M.P.E.P. § 706.02(11) states: 

The converse may also be true, that the full text document 
will include teachings away from the invention that will 
preclude an obviousness rejection under 35 U.S.C. 103, when 



Citation of and reliance upon an abstract without citation of 
and reliance upon the underlying scientific document is 
generally inappropriate where both the abstract and the 
underlying document are prior art. 
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the abstract alone appears to support the rejection. 
(Emphasis Added.) 

M.P.E.P. § 706.02(11) also states: 

When both the abstract and the iinderlying document 
qualify as prior art, the underlying document should 
normally be used to support a rejection. In limited 
circumstances, it may be appropriate for the examiner to 
make a rejection in a non-final Office action based in whole 
or in part on the abstract only without relying on the full text 
document. In such circumstances, the full text document and 
a translation (if not in English) may be supplied in the next 
Office action. (Bold Emphasis Added.) 

The present action is a Final Action not a Non-Final Action. As such, the present 
rejection of claim 51 based solely on the English abstract of the Witte foreign language 
document is improper in a Final Action. Accordingly, withdrawal of the present 
rejection is earnestly solicited. 

To the extent the examiner elects to maintain a rejection under Witte, the 
applicant respectfully requests the examiner to obtain a translation of Witte and provide 
such to the applicant so that applicant may determine the propriety of the proposed 
combination. As noted in M.P.E.P. 706.02(11), it is possible that the tmderlying 
document teaches away from the proposed combination. 

Regardless of the above, the applicant respectfully submits that the proposed 
combination does not render obvious claim 51. Witte teaches superimposing optical 
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images of a target area over radar images of the target area. Witte does not disclose 
teach, or otherwise render obvious producing the radar images of a target area with 
uniform magnification with a plurality of shoulder regions about the radar images, and 
each shoulder region presenting a different layer of the optical image with non-uniform 
magnification. Conversely, Witte does not disclose, teach, or otherwise render obvious 
producing the optical images of a target area with uniform magnification and with a 
plurality of shoulder regions about the optical images, and with each shoulder region 
presenting a different layer of radar images of the target area with non-uniform 
magnification. Instead, Witte teaches superimposing optical images over radar images 
or radar images over optical images. The applicant respectfully submits a simple 
teaching of superimposing images is not sufficient to render the above aspects of claim 
51 obvious in light of Baar, Higgins, and Callahan. 

For one or more of the above reasons, withdrawal of the present rejection of 
claim 51 is earnestly solicited. 

VIII. Final Matters 

As a final matter, the Office Action makes a number of statements regarding the 
pending claims; the Baar, Higgins, Callahan, Diirsteler, Mullet, Carpendale, and AAPA 
references; 35 U.S.C. § 101; 35 U.S.C. § 103; and one of ordinary skill in the art that are 
moot in light of the previous remarks and/or amendments. Thus, the applicant has not 
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addressed all of such statements at this time. The applicant neither agrees nor disagrees 
with such statements and explicitly reserves the right to challenge such statements in 



the future should the need arise. 
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SUMMARY 



In summary, the applicant believes that the pending claims are in condition for 
allowance and courteously solicits a Notice of Allowability with respect to all pending 
claims. If the examiner disagrees or has questions regarding this submission, the 
applicant requests an Examiner Interview. The examiner may contact the undersigned 
at 312-238-8600. 

The Commissioner is hereby authorized to charge additional fees or credit 
overpa5mients to the deposit account of McAndrews, Held & Malloy, Account No. 



McAndrews, Held & Malloy, Ltd. 
500 West Madison Street, 34th Floor 

Chicago, Illinois 60661 
Telephone: (312) 238-8600 
Facsimile: (312) 775-8100 



13-0017. 



Dated: August 19. 2011 



Respectfully submitted. 



/Jeffrey B. Huter/ 
Jeffrey B. Huter 
Reg. No. 41,086 
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